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1 Remarks 

2 This Office action is mailed in response to the Office letter mailed August 29, 

3 2005 withdrawing this application from issue. Prosecution on the merits of this 

4 application is reopened on all pending claims. They are considered unpatentable for 

5 the reasons indicated below. 
6 



7 Claim Rejections - 35 USC § 101 

8 35 U.S.C. 101 reads as follows: 

9 Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 

1 0 matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 

1 1 conditions and requirements of this title. 
12 

13 Claims 4 and 7 are rejected under 35 U.S.C. 101 because the claimed invention 

14 is directed to non-statutory subject matter. Claims 4 and 7 are directed to software that 

15 is not tangibly embodied in a computer readable medium. 

16 
17 

1 8 Claim Rejections - 35 USC § 102 

19 The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

20 form the basis for the rejections under this section made in this Office action: 

21 A person shall be entitled to a patent unless - 

22 (e) the invention was described in (1) an application for patent, published under section 122(b), by 

23 another filed in the United States before the invention by the applicant for patent or (2) a patent 

24 granted on an application for patent by another filed in the United States before the invention by the 

25 applicant for patent except that an international application filed under the treaty defined in section 

26 351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 

27 only if the international application designated the United States and was published under Article 21 (2) 

28 of such treaty in the English language. 
29 

30 Claims 1,4, 7, 9, 1 1-14, 21-24, and 29-32 are rejected under 35 U.S.C. 102(e) 

31 as being anticipated by Mathurin, U.S. Patent No. 6,941,181. 
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1 

2 Regarding claim 1 , Mathurin anticipates the claimed invention by disclosing a 

3 system comprising: 

4 A processor (Fig. 6 elem. 78); 

5 A memory operably coupled to the processor (Fig. 3 elem. 20); 

6 A case housing the processor and memory and defining a recess, the 

7 recess configured to receive an input device (Fig. 3 elem. 52 as casing); 

8 An input device having a processor and a touch screen, the input device 

9 configured to removably assemble in the recess, the touch screen operable to 

1 0 receive user inputs, the user inputs communicated to the computer system 

1 1 processor and memory when the input device is assembled in the recess and 

12 communicated to the input device processor and memory when the input device 

13 is removed from the recess (Fig. 3 elem. 50 portable section as input device; Fig. 

14 3 elem. 12 as touchscreen); 

15 A computer program stored in the computer system memory associated 

16 with the computer comprising: 

1 7 A set of instructions to provide a first decision, wherein the first 

1 8 decision permits data stored in the memory of the input device to be 

1 9 transmitted to the memory of the computer system (col. 1 1 lines 3-23 user 

20 records from memory card/slot Fig. 3 elem. 64 to CD Fig. 3 elem. 20); 

21 A set of instructions configured to provide a second decision, 

22 wherein the second deciston permits synchronization of data between the 
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1 memory of a computer system and a memory of the input device (col. 1 1 

2 lines 3-23 user records from memory card/slot Fig. 3 elem. 64 to CD Fig. 3 

3 elem. 20). 

4 Regarding claim 4, it is directed to the computer program of claim 1 . Since the 

5 remarks given above with respect to claim 1 apply equally to claim 4, separate reasons 

6 for rejection are not required. 

7 Regarding claim 7, Mathurin teaches a computer program product further 

8 comprising a set of instructions configured to synchronize data stored in the memory of 

9 the computer system with data stored in the memory of the input device upon insertion 

10 of the input device into the computer system (col. 1 1 lines 3-23). 

1 1 Regarding claim 9, it is directed to a method of operating the system of claim 1 . 

12 Since the remarks given above with respect to claim 1 apply equally to claim 9, 

1 3 separate reasons for rejection are not required. 

14 Regarding claim 1 1 , Mathurin teaches a method wherein inserting the input 

1 5 device into the computer system housing operably couples the memory of the computer 

16 system to the memory of the input device (col. 1 1 lines 3-23). 

17 Regarding claim 12, Mathurin teaches a method further comprising initiating 

18 synchronization of data stored in the memory of the computer system and data stored in 

19 the memory of the input device upon the connecting of the input device to the computer 

20 system (col. 1 1 lines 3-23). 

21 Regarding claim 13, Mathurin teaches a method wherein the input device further 

22 comprises a touch screen (Fig. 3 elem. 12). 
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1 Regarding claim 14, Mathurin teaches a method further comprising entering a 

2 command onto the touch screen of the input device, wherein the command is 

3 communicated from the touch screen of the input device to the computer system for 

4 execution by the computer system (col. 1 1 lines 3-23). 

5 Regarding claims 21-22, they are apparatus claims directed to the input device of 

6 claim 1 . Since the reasons for rejection given above with respect to claim 1 apply 

7 equally to claims 21-22, separate reasons for rejection are not necessary. 

8 Regarding claim 23, Mathurin teaches an input device further comprising an 

9 amplitude modulated radio receiver (Fig. 6 elem. 86). 

10 Regarding claim 24, Mathurin teaches an input device further comprising an 

1 1 frequency modulated radio receiver (Fig. 6 elem. 86). 

1 2 Regarding claim 29, Mathurin teaches a system wherein the memory of the input 

13 device is configured to store data in an. audio format (col. 1 1 lines 3-23). 

14 Regarding claim 30, Mathurin teaches a method wherein inserting the input 

1 5 device into the recess of the computer system operably couples the memory of the 

1 6 computer system to the memory of the input device (col. 1 1 lines 3-23). 

1 7 Regarding claim 31 , Mathurin teaches a method wherein the input device 

1 8 receives data from the computer system over the Internet (col. 9 lines 64-67). 

19 Regarding claim 32, Mathurin teaches a method wherein the input device 

20 receives data from the computer system over a wireless network (Fig. 6 elem. 86). 
21 
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1 Claims 1, 4, 7, 9-14, 21-25, and 27-32 are rejected under 35 U.S.C. 102(e) as 

2 being anticipated by Dickie, U.S. Patent App. Pub. 2003/0041206. 
3 

4 Regarding claim 1 , Dickie anticipates the claimed invention by disclosing a 

5 system comprising: 

6 A processor (Fig. 4); 

7 A memory operably coupled to the processor (Fig. 4); 

8 A case housing the processor and memory and defining a recess, the 

9 recess configured to receive an input device (Fig. 4); 

10 An input device having a processor and a touch screen, the input device 

1 1 configured to removably assemble in the recess, the touch screen operable to 

12 receive user inputs, the user inputs communicated to the computer system 

13 processor and memory when the input device is assembled in the recess and 

14 communicated to the input device processor and memory when the input device 

15 is removed from the recess (Fig. 1 elem. 102 as input device; Fig. 3 elem. 204 as 

16 touchscreen); 

17 A computer program stored in the computer system memory associated 

1 8 with the computer comprising: 

19 A set of instructions to provide a first decision, wherein the first 

20 decision permits data stored in the memory of the input device to be 

21 transmitted to the memory of the computer system (pars. 26-28); 
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1 A set of instructions configured to provide a second decision, 

2 wherein the second decision permits synchronization of data between the 

3 memory of a computer system and a memory of the input device (pars. 

4 26-28). 

5 Regarding claim 4, it is directed to the computer program of claim 1 . Since the 

6 remarks given above with respect to claim 1 apply equally to claim 4, separate reasons 

7 for rejection are not required. 

8 Regarding claim 7, Dickie teaches a computer program product further 

9 comprising a set of instructions configured to synchronize data stored in the memory of 

10 the computer system with data stored in the memory of the input device upon insertion 

1 1 of the input device into the computer system (pars. 26-28). 

12 Regarding claim 9, it is directed to a method of operating the system of claim 1 . 

13 Since the remarks given above with respect to claim 1 apply equally to claim 9, 

14 separate reasons for rejection are not required. 

15 Regarding claim 10, Dickie teaches an input device further comprising a digital 

16 pager (par. 3). 

17 Regarding claim 1 1 , Dickie teaches a method wherein inserting the input device 

1 8 into the computer system housing operably couples the memory of the computer 

1 9 system to the memory of the input device (pars. 26-28). 

20 Regarding claim 12, Dickie teaches a method further comprising initiating 

21 synchronization of data stored in the memory of the computer system and data stored in 
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1 the memory of the input device upon the connecting of the input device to the computer 

2 system (pars. 26-28). 

3 Regarding claim 13, Dickie teaches a method wherein the input device further 

4 comprises a touch screen (Fig. 4 elem.204). 

5 Regarding claim 14, Dickie teaches a method further comprising entering a 

6 command onto the touch screen of the input device, wherein the command is 

7 communicated from the touch screen of the input device to the computer system for 

8 execution by the computer system (pars. 26-28). 

9 Regarding claims 21-22, they are apparatus claims directed to the input device of 

10 claim 1 . Since the reasons for rejection given above with respect to claim 1 apply 

1 1 equally to claims 21-22, separate reasons for rejection are not necessary. 

12 Regarding claim 23, Dickie teaches an input device further comprising an 

13 amplitude modulated radio receiver (par. 3). 

14 Regarding claim 24, Dickie teaches an input device further comprising an 

15 frequency modulated radio receiver (par. 3). 

16 Regarding claim 25, Dickie teaches an input device further comprising a digital 

17 pager (par. 3). 

18 Regarding claim 27, Dickie teaches an input device further comprising a point 

19 stick (Fig. 4 elem. 206; par. 25). 

20 Regarding claim 28, Dickie teaches an input device wherein the input device is a 

21 PDA (Fig. 1 elem. 102). 
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1 Regarding claim 29, Dickie teaches a system wherein the memory of the input 

2 device is configured to store data in an audio format (pars. 2-4). 

3 Regarding claim 30, Dickie teaches a method wherein inserting the input device 

4 into the recess of the computer system operably couples the memory of the computer 

5 system to the memory of the input device (pars. 26-27). 

6 Regarding claim 31 , Dickie teaches a method wherein the input device receives 

7 data from the computer system over the Internet (par. 3). 

8 Regarding claim 32, Dickie teaches a method wherein the input device receives 

9 data from the computer system over a wireless network (par. 20). 
10 

1 1 Conclusion 

12 

1 3 Any inquiry concerning this communication or earlier communications from the 

14 examiner should be directed to Andrew Caldwell, whose telephone number is (571) 

15 272-3868. The examiner can normally be reached on M-F from 9:00 a.m. to 5:30 p.m. 

16 EST. 
17 

18 The fax number for Group 2100 is as follows: 

19 

20 Fax Responses: 571-273-8300 

21 

22 Any general inquiry relating to the status of this application can be answered 

23 using Patent Application Information Retrieval (PAIR) system, which is available at the 

24 USPTO web site. Any questions on using the PAIR system should be directed to the 

25 Patent Electronic Business Center toll free at (866) 217-9197. 
26 

30 

31 Andrew Caldwell 

32 571-272-3868 ANDREW CALDWELL 

33 October 1 0, 2005 SUPERVISORY PATENT EXAMINER 



